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REMARKS 

This is in response to the Office Action mailed on October 31, 2007. Claims 1-42 were 
pending in the application and rejected. 

Acknowledgement of Consideration of Information Considered in Pri or Application 

As a preliminary matter, Applicant requests that the Examiner acknowledge that the 
references cited under 35 U.S.C. § 120, on the earlier filing dates of prior Application Nos. 
09/705,287, filed on November 1, 2000; 09/580,352, filed May 25, 2000; and 09/431,390, filed 
on November 1, 1999, have been considered pursuant to MPEP § 609.02. 

Acknowledgement of Information Disclosure Statement 

As an additional preliminary matter, Applicant requests that the Examiner acknowledge 
that the references cited in the Supplemental Information Disclosure Statements filed on 
November 14, 2002; December 31, 2003; and February 12, 2004 as having been received and 
considered. For Examiner's convenience, copies of the Supplemental Information Disclosure 
Statements are enclosed herein. 

Claim Rejections - 35 U.S.C. §103 

In the Office Action, the Examiner rejected claims 1, 2, 4-15, 30, 31 and 33-42 under 35 
U.S.C. §103(a) as being unpatentable over Wallman (U.S. Patent No. 6,601,044), in view of Starr 
(U.S. Patent No. 6,606,606); Claims 3 and 32 under 35 U.S.C. §103(a) as being unpatentable 
over Wallman, in view of Starr, and further in view of Rebane (U.S. Patent No. 6,078,904); 
Claims 16, 17 and 19-29 under 35 U.S.C. §103(a) as being unpatentable over Wallman, in view 
of Starr, and further in view of Deep (U.S. Patent No. 6,393,412); and Claim 18 under 35 U.S.C. 
§ 103(a) as being unpatentable over Wallman, in view of Starr, in view of Deep, further in view 
of Rebane. 

Applicant submits that the Starr patent fails to serve as a valid prior art reference under 
35 U.S.C. §103(a). The filing date of the Starr patent is November 9, 1999, whereas the priority 
date of the present application is November 1, 1999. In detail, the present application was filed 
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on August 15, 2001, and claims priority to parent application Serial No. 09/705,287 filed on 
November 1, 2000, which claims priority to parent application Serial No. 09/580,352 filed on 
May 25, 2000, which claims priority to parent application Serial No. 09/431,390 filed on 
November 1, 1999. 

Additionally, the provisional application to which the Starr patent claims priority, Serial 
No. 60/107,731, fails to serve as prior art available for use under 35 U.S.C. §103(a). As 
explained in MPEP § 2136.03(111), the 35 U.S.C. 102(e) critical reference date of a provisional 
application under 35 U.S.C. 1 19(e) is the filing date of the provisional application with certain 
exceptions, but only "if the provisional application(s) properly supports the subject matter relied 
upon to make the rejection in compliance with 35 U.S.C. 1 12, first paragraph." (Emphasis in 
original). As explained below, the Starr provisional application filed November 9, 1998 fails to 
provide adequate disclosure for its priority-claiming patent under 35 U.S.C. § 112, first 
paragraph, of the teachings or suggestions for which the Starr patent is relied on in the present 35 
U.S.C. § 103 rejections. 

The Starr provisional application fails to provide adequate disclosure to describe and 
enable the features cited by the Examiner in the later-filed Starr patent. Particularly, the 
provisional application does not disclose the features cited by the Examiner in the Office Action 
that "provide the subscriber with a form that allows the subscriber to enter a customer identifier 
and password, the server processes the data to determine whether the subscriber is an authorized 
user [of] the level of access to be granted to the subscriber." The provisional application 
contains only a brief description of providing "access control", and does not provide an enabling 
disclosure of how such control could be implemented in a financial system or financial system 
interface. 

The brief mention of "access control" in the Starr provisional application does not teach 
or suggest the service level agreement features as claimed in the present invention. As described 
on the last paragraph of Page 4 of the Starr provisional application, an access control is used to 
manage the ability of users to access features of the financial system interface. This access 
control does little more than control a user's permission or privilege to access pre-existing 
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features of the financial system. In contrast, the service level agreement of the presently claimed 
invention provides different combinations of services, with each of these levels of services 
potentially containing different capabilities and service attributes. Thus, the presently claimed 
invention does more than merely track which users can access the system — it also provides 
unique combinations of financial services to disparate users based on which service level 
agreement the user has selected. 

Finally, the Starr provisional application fails to teach or suggest any correlation between 
providing various service levels and portfolio modeling and coaching. The provisional 
application also fails to teach or suggest the feature of identifying a financial model selected 
from a set of financial models based on the selected service agreement. The provisional 
application, in fact, fails to make any mention of financial modeling, coaching, portfolio 
services, or any related concepts. The presently claimed invention contains the functionality to 
provide numerous services and service levels related to portfolio modeling and coaching. Such 
functionality is much more advanced than the basic capabilities of accessing financial transaction 
information as disclosed in the Starr provisional application. 

Because the Starr patent cited by the Examiner fails to serve as a valid prior art reference 
under § 103(a), Applicants have rebutted the prima facie case of obviousness under § 103. The 
Starr patent cannot benefit from a priority claim to its provisional application for purposes of the 
current § 103 rejections due to the provisional application's failure to adequately support the 
child patent's subject matter according to § 1 12, first paragraph. In addition, the disclosure of 
the Starr provisional application fails to teach or suggest each limitation of the presently claimed 
invention. Applicants accordingly request that the rejection of Claims 1-42 under 35 USC § 
103(a) be withdrawn. 

CONCLUSION 

Applicants submit that all pending claims are allowable and respectfully request that a 
Notice of Allowance be issued in this case. In the event a telephone conversation would 
expedite the prosecution of this application, the Examiner may reach the undersigned at (612) 
607-7237. If any fees are due in connection with the filing of this paper, then the Commissioner 
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is authorized to charge such fees including fees for any extension of time, to Deposit Account 
No. 50-1901 (Reference 60021-375602). 



Respectfully submitted, 

^ p//[a iiP 

Christopher R. Hilberg, Reg. No. 48,740 
Customer No. 29838 

Oppenheimer Wolff & Donnelly, LLP 
45 South Seventh St., Suite 3300 
Minneapolis, MN 55402-1609 
Telephone: 612-607-7237 
Facsimile: 612-607-7100 
E-mail: CHilberg@oppenheimer.com 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
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Sir: 



Pursuant to 37 C.F.R. § 1 .56, § 1 .97 and § 1 .98, Applicant brings the references listed on the at- 
tached Form PTO- 1449 to the examiner's attention. 37 C.F.R. § 1 .56. These references may be material to 
examination of the above-identified application. Please do not construe the filing of this information dis- 
closure statement as a representation that applicant has made a search (37 C.F.R. § 1 .97(g)), or as an ad- 
mission that the information cited is, or is considered to be, material to patentability, or that no other ma- 
terial information exists. We enclose copies of the cited documents within a box herewith. 

This Information Disclosure Statement is being submitted: 

£3 1 • Within three months of the filing date of a national application other than a continued prosecu- 
tion application under 37 CFR 1 .53(d), or within three months of the date of entry of the national 
stage as set forth in 37 CFR 1.491 in an international application; or before the mailing date of a 
first Office action on the merits, or before the mailing of a first Office action after the filing of a 
request for continued examination under 37 CFR 1.114, and therefore, Applicant believes no fee is 
required; 

Q 2. After the period specified in paragraph (1) hereinabove of this section, but is being filed before 
the mailing date of either a final action under 37 CFR 1 . 11 3, or a notice of allowance under 37 
CFR 1 .3 1 1 , or an action that otherwise closes prosecution in the application, and is accompanied 
by one of the following: 



f_] (a) A statement that either: 



(i) Each item of information contained in the information disclosure statement 
was first cited in any communication from a foreign patent office in a coun- 
terpart foreign application not more than three months prior to the filing of 
the information disclosure statement; 

OR 

(ii) No item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to the knowledge of the person signing the state- 
ment after making reasonable inquiry, no item of information contained in 
the information disclosure statement was known to any individual designated 
in 37 CFR 1.56(c) more than three months prior to the filing of the informa- 
tion disclosure statement; 



OR 



[~| (b) The fee of $ 1 80 for filing of an Information Disclosure Statement as set forth 
in37C.F.R. 1.1 7{p). 

| | 3. After the period specified in paragraph (2) of this section, but is filed on or before payment of 
the issue fee and is accompanied by both: 

[~| (a) A statement that either: 

(i) Each item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of the in- 
formation disclosure statement; 

OR 

(ii) No item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to the knowledge of the person signing the state- 
ment after making reasonable inquiry, no item of information contained in 
the information disclosure statement was known to any individual designated 
in 37 CFR 1 .56(c) more than three months prior to the filing of the informa- 
tion disclosure statement; 

|"~| (b) The fee of $ 1 80.00 for filing of an Information Disclosure Statement as set forth in 
37 CFR 1.1 7(p). 

Applicant would appreciate the Examiner initialing and signing a copy of Form PTO-1449, 
transmitted herewith, indicating that the information has been considered and made of record herein. 



In the unlikely event that the transmittal letter is separated from this document and the Patent Of- 
fice determines that an extension and/or other relief is required, Applicant petitions for any required relief 
including extensions of time and authorizes the Commissioner to charge the 

cost of such petitions and/or other fees due in connection with the filing of this document to Deposit Ac- 
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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
UNDER 37 C.F.R.§ 1.56 



Sir: 



Pursuant to 37 C.F.R. § 1 .56, § 1 .97 and § 1 .98, Applicant brings the references listed on the at- 
tached Form PTO-1449 to the examiner's attention. 37 C.F.R. § 1.56. These references may be material to 
examination of the above-identified application. Please do not construe the filing of this information dis- 
closure statement as a representation that applicant has made a search (37 C.F.R. § 1 .97(g)), or as an ad- 
mission that the information cited is, or is considered to be, material to patentability, or that no other ma- 
terial information exists. We enclose copies of the cited documents within a box herewith. 

This Information Disclosure Statement is being submitted: 

□ I . Within three months of the filing date of a national application other than a continued prosecu- 
tion application under 37 CFR 1 .53(d), or within three months of the date of entry of the national 
stage as set forth in 37 CFR 1.491 in an international application; or before the mailing date of a 
first Office action on the merits, or before the mailing of a first Office action after the filing of a 
request for continued examination under 37 CFR 1.1 14, and therefore, Applicant believes no fee is 
required; 

^ 2. After the period specified in paragraph (1) hereinabove of this section, but is being filed before 
the mailing date of either a final action under 37 CFR 1.1 13, or a notice of allowance under 37 
CFR 1.31 1, or an action that otherwise closes prosecution in the application, and is accompanied 
by one of the following: 

O (a) A statement that either: 

(i) Each item of information contained in the information disclosure statement 
was first cited in any communication from a foreign patent office in a coun- 
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terpart foreign application not more than three months prior to the filing of 
the information disclosure statement; 



OR 



(ii) No item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to the knowledge of the person signing the state- 
ment after making reasonable inquiry, no item of information contained in 
the information disclosure statement was known to any individual designated 
in 37 CFR 1.56(c) more than three months prior to the filing of the informa- 
tion disclosure statement; 



OR 



£3 (b) The fee of $180 for filing of an Information Disclosure Statement as set forth 
in37C.F.R. 1.1 7(p). 

O 3. After the period specified in paragraph (2) of this section, but is filed on or before payment of 
the issue fee and is accompanied by both: 

Q (a) A statement that either: 

(i) Each item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application not more than three months prior to the filing of the in- 
formation disclosure statement; 

OR 

(ii) No item of information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to the knowledge of the person signing the state- 
ment after making reasonable inquiry, no item of information contained in 
the information disclosure statement was known to any individual designated 
in 37 CFR 1 .56(c) more than three months prior to the filing of the informa- 
tion disclosure statement; 

□ (b) The fee of S 1 80.00 for filing of an Information Disclosure Statement as set forth in 
37 CFR 1.1 7(p). 

Applicant would appreciate the Examiner initialing and signing a copy of Form PTO-1449, 
transmitted herewith, indicating that the information has been considered and made of record herein. 



In the unlikely event that the transmittal letter is separated from this document and the Patent Of- 
fice determines that an extension and/or other relief is required, Applicant petitions for any required relief 
including extensions of time and authorizes the Commissioner to charge the cost of such petitions and/or 



other fees due in connection with the filing of this document to Deposit Account No. 50-1901 referenc- 
ing order number 060021 -375602. 



Oppenheimer Wolff & Donnelly llp 

45 South Seventh Street 

Plaza VII, Suite 3300 

Minneapolis, MN 55402-1609 

Telephone: (612) 607-7386 • Fax: (612) 607-7100 



February j££ , 2004 




Christopher Tl. Hilberg, 
Attorney for Applicant 
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